
IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, NORTHERN DIVISION

UNITED STATES OF AMERICA,

Plaintiff,

vs.

MIGUEL AYALA-VELIZ,

Defendant.

:

:

:

:

:

:

1:05 CR 125 PGC

ORDER TO AMEND INDICTMENT

TO REFLECT TRUE NAME OF

DEFENDANT

Upon the motion of the United States of America, and good cause appearing therefor, it

hereby is ORDERED that the caption and Count 1 of the Indictment in Docket # 1:05 CR 125

PGC be amended by interlineation to replace MIGUEL AYALA-VELIZ with the true and

correct name of RAFAEL VASQUEZ ESPINOZA a.k.a. MIGUEL AYALA-VELIZ.

It is FURTHER ORDERED that the record of the case and all future notices and

pleadings reflect the true name of the defendant referenced herein.

DATED this 7th day of September, 2006. 

S))))))))))))))))))))))))))))))

 PAUL G. CASSELL

 United States District Judge















IN THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

MACHELL PHIBBS et al.,

Plaintiffs,

vs.

AMERICAN PROPERTY

MANAGEMENT et al.,

Defendants. 

ORDER GRANTING MOTIONS FOR

EXTENSION OF TIME

Case No.  2:02CV260

Judge Dee Benson

Magistrate Paul M. Warner

This matter is before the court on Plaintiffs’ (1) Motion for an Extension of Time to

submit expert witness signatures [docket no. 91] and (2) Motion for Extension of Time to file an

opposition [docket no. 93] to Defendants’ Motion in Limine.  For good cause appearing,

Plaintiffs’ motions are GRANTED, and it is ORDERED that Plaintiffs have until and including

October 5, 2006 to submit expert witness signatures and to file an opposition memorandum.  

DATED this 8th day of September, 2006.

BY THE COURT:

                                                                             

PAUL M. WARNER

United States Magistrate Judge



Plaintiffs’ motion is styled as a “Motion for Extension of Time Out of Time.”1

Plaintiffs’ motion is styled as a “Motion and Oder [sic] for Contempt of Court and2

Misconducted [sic] By Defendants and Counsel.”

IN THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

MACHELL PHIBBS et al.,

Plaintiffs,

vs.

AMERICAN PROPERTY

MANAGEMENT et al.,

Defendants. 

ORDER

Case No.  2:02CV260

Judge Dee Benson

Magistrate Paul M. Warner

This matter was referred to Magistrate Judge Paul M. Warner by District Judge Dee

Benson pursuant to 28 U.S.C. § 636(b)(1)(A).  Before the court is pro se Plaintiffs Machell

Phibbs and Nicolina Phibbs’s (“Plaintiffs”) Motion for Extension of Time  to complete discovery1

[docket no. 75] and Motion for Contempt of Court  [docket no. 67].  The court has carefully2

reviewed the memoranda submitted by the parties.  Pursuant to Utah local rule 7-1(f), the court

elects to determine the motion on the basis of the written memoranda and finds that oral

argument would not be helpful or necessary.  See DUCivR 7-1(f). 

(1) Plaintiffs’ Motion for Extension of Time to Complete Discovery

Plaintiffs seek to reopen fact discovery and extend the discovery deadline to October 1,



Plaintiffs requested an extension until September 31, 2006.  Because that date does not3

exist, the court interprets it as a request to extend the deadline to October 1, 2006.  

The docket demonstrates that the Scheduling Order was, in fact, mailed to Plaintiffs on4

December 1, 2005 [docket no. 42].  However, even assuming Plaintiffs never received the

Scheduling Order, the dates on the Report to which Plaintiffs agreed are the same as those dates

in the Scheduling Order.  Accordingly, the court is not persuaded to extend the fact discovery

deadline on this ground.

Plaintiffs also assert that they had an informal verbal agreement with Defendants’ counsel

to extend discovery past the deadline.  The correspondence between Plaintiffs and Defendants’

counsel does not reflect this, and thus, the court is not persuaded to extend the fact discovery

deadline on this ground either. 

2

2006  on the grounds that (1) the dates on the Scheduling Order were different from the dates3

Plaintiffs agreed to in the Attorneys’ Planning Meeting Report (“Report”) and (2) Plaintiffs never

received the Scheduling Order from the court.  4

 On November 21, 2005, the parties filed the Report, and based upon the dates that the

parties agreed to in the Report, this court issued a Scheduling Order on November 30, 2005. 

While all of the dates are the same, the layout of the discovery sections of the Report and the

Scheduling Order differ slightly.  Specifically, the Report indicates the following:

b. All discovery will be completed no later than May 4, 2006.

(i)  All fact discovery is to be completed on or before April 17, 2006.

(ii)  Expert discovery is to be completed on or before May 4, 2006.

And the Scheduling Order states the following:

a. Discovery to be completed by:

Fact discovery 4/17/2006

Expert discovery 5/4/2006

The Scheduling Order permitted a maximum of 25 interrogatories, 20 requests for

admissions, and 45 requests for production of documents by any party to any party.  On October
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17, 2005, Plaintiffs served an initial set of interrogatories and requests for production of

documents on Defendants.  This included 23 requests for production, 64 interrogatories, and 43

requests for admissions.  Pursuant to stipulation of the parties, Defendants served answers and

responses on December 15, 2005, and the signature page for the interrogatory answers was

served on February 24, 2006.  

Plaintiffs served their most recent discovery requests on April 27, 2006–ten days after the

cutoff date for fact discovery, but seven days prior to the expert discovery cutoff date.  They

included an additional 48 interrogatories, an additional 17 requests for production, and an

additional 37 requests for admissions.  While Defendants objected to the 37 additional requests

for admissions, they have nonetheless responded to the requests.  Defendants, however, did not

respond to the 48 additional interrogatories or the 17 additional requests for production of

documents. 

Plaintiffs argue that because the Report states that “[a]ll discovery will be completed no

later than May 4, 2006,” and Plaintiffs served the discovery requests at issue on April 27, 2006,

Defendants should be ordered to answer the pending interrogatories and requests for production

of documents.  Plaintiffs also seek a modification of the Scheduling Order to extend the

discovery deadline until October 1, 2006.  

The Scheduling Order required the parties to complete fact discovery by April 17, 2006,

and as such, all fact discovery requests should have been served by March 15, 2006, at the latest

in order to complete discovery by April 17, 2006, as required by the Scheduling Order.  See Fed.

R. Civ. P. 33(b)(3), 34(b), 36(a) (stating that the party upon whom the discovery request has been

served shall answer or reply within thirty days after service unless a shorter or longer time is

agreed upon by the parties or ordered by the court).  Accordingly, Plaintiffs’ most recent
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discovery requests served on April 27, 2006, were over a month late.  But even assuming that it

was permissible for Plaintiff to serve discovery requests upon Defendants until the fact discovery

deadline, Plaintiffs were still ten days past that date.  Also, even if the May 4, 2006 expert

discovery deadline was actually the fact discovery deadline, as was allegedly understood by

Plaintiffs, the discovery requests should have been served by April 4, 2006 in order to complete

discovery by May 4, 2006.

Defendants contend that the court should deny Plaintiffs’ motion because regardless of

whether the discovery cutoff was the fact discovery deadline of April 17, 2006 or the expert

discovery deadline of May 4, 2006, Plaintiffs served their discovery requests too late.  While the

court agrees that Plaintiffs should have served their discovery requests thirty days prior to the

April 17, 2006, fact discovery cutoff, upon considering Plaintiffs’ status as pro se litigants, the

court GRANTS IN PART and DENIES IN PART Plaintiffs’ motion.  Accordingly, IT IS

HEREBY ORDERED AS FOLLOWS: 

(A)  Defendants are ORDERED to answer the additional 17 requests for production of 

documents because Plaintiffs have not yet reached their limit set by the Scheduling Order.  But

because the trial is fast approaching, the court orders Defendants to complete this document

production within 20 days of the date of this order.  

(B) Because Plaintiffs have exceeded their maximum number of interrogatories in 

their first discovery request, the court DENIES Plaintiffs’ motion as to the additional 48

interrogatories.  Accordingly, Defendant is not required to answer these.  

(C) Because Defendants have already answered the 37 additional requests for

admission, the court will allow these answers to remain at this time.  

(D)  The court further DENIES Plaintiffs’ motion to extend the fact discovery deadline
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to October 1, 2006.  Accordingly, no further discovery (aside from what has been ordered here)

will be permitted in this matter.  

  (2) Plaintiff’s Motion for Contempt of Court

Plaintiffs ask the court to find Defendants in contempt of court on the grounds that

Defendants have failed to produce timely answers to interrogatories on several occasions and that

Defendants have “lied” or omitted information in the interrogatories they have answered.  

Defendants dispute Plaintiffs’ allegations.  It appears that the parties stipulated to extensions of

time regarding the interrogatories.  Whether or not Defendants have “lied” on their answers to

interrogatories is not for the court to decide at this stage of the case nor is it an appropriate basis

for finding Defendants in contempt.  For these reasons, Plaintiff’s Motion for Contempt of Court

is DENIED.

(3) Other requests

Both parties have made other requests of the court (e.g., to strike witnesses and to strike

requests for admissions and answers) in their various filings.  These requests, however, were not

official motions to the court and as such the court will not entertain them.  

DATED this 8th day of September, 2006.

BY THE COURT:

                                                                             

PAUL M. WARNER

United States Magistrate Judge























RONALD J. YENGICH (#3580)

YENGICH, RICH & XAIZ

Attorneys for Defendant

175 East 400 South, Suite 400

Salt Lake City, Utah  84111

Telephone: (801) 355-0320

IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, CENTRAL DIVISION

UNITED STATES OF AMERICA,   )

  )             ORDER TO

  ) RETURN PROPERTY

Plaintiff,   )

  )

v.   )

  ) Case No.  2:05 CR 911

BRANDON L. RUSHTON,     )

  ) Honorable Paul Cassell

Defendant.     )

Based upon the motion and stipulation of counsel and for good cause shown;

IT IS HEREBY ORDERED that hereby ordered that the return of property is to be

returned to their rightful owners upon proof of identification and ownership of the following

weapons: 

Todd Lecheminant .44 Magnum firearm

Lon Anderson 9mm firearm

Destin Schwartz 9mm firearm

IT IS FURTHER ORDERED that Alcohol, Tobacco and Firearms, through their

authorized representative are ordered to release the firearms to the above named individuals.       
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     IT IS FURTHER ORDERED that the release of the firearms in no way can be used by the

defendant to compromise the sentencing in the above-entitled case.

  SIGNED this 7th day of September, 2006. 

BY THE COURT:

HONORABLE PAUL CASSELL

United States District Court Judge
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IN THE UNITED STATES COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

EDWARD MURRELL, an individual, 

Plaintiff, ORDER TO SHOW CAUSE

vs.

COOPER TIRE & RUBBER CORP., a
Delaware corp.,

Case No. 2:05-CV-252 TS

Defendant.

Plaintiff moves for an order holding Lisa Pasbjerg in Contempt for the failure to

comply with the Court’s Order Granting Motion to Compel Return of Confidential

Documents.   Good cause appearing, it is therefore

ORDERED that by September 18, 2006, Lisa Pasbjerg shall file a response stating

why she should not be held in contempt of court for the failure to comply with the Court’s

Order Granting Motion to Compel Return of Confidential Documents.  It is further
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ORDERED that the clerk of court shall transmit a copy of this order to the alleged

contemnor certified mail, return receipt requested, at the addresses listed on the Certificate

of Service, Docket No. 50. 

DATED  September 8, 2006.

BY THE COURT:

___________________________________
TED STEWART
United States District Judge



Bonnie King, Deputy Clerk

United States District Court

for the

District of Utah

September 8, 2006

******MAILING CERTIFICATE OF THE CLERK******

RE: Murrell v. Cooper Tire & Rubber

2:05-cv-252-TS

I HEREBY CERTIFY THAT THE "ORDER TO SHOW CAUSE" ISSUED ON 9/8/06 WAS

MAILED VIA CERTIFIED MAIL/RETURN RECEIPT REQUESTED TO THE FOLLOWING

ON 9/8/06:

Lisa M. Pasbjerg

7670 SE 110  ST RDTH

BELLEVIEW, FL 34420

Lisa M. Pasbjerg

14118 SE 44  COURTTH

SUMMERFIELD, FL 34491

Lisa M. Pasbjerg

PO BOX 96

BELLEVIEW, FL 34421

By: s/ Bonnie King, Deputy Clerk on 9/8/06









______________________________________________________________________________

IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, CENTRAL DIVISION

UNITED STATES OF AMERICA,

Plaintiff,

v.

MATTHEW COLTT MCKEAN,
 

Defendant.

ORDER TO CONTINUE MOTION CUT-

OFF DATE

Case No.2:06CR387 TS

Based upon the motion of the Defendant, Matthew Coltt McKean, by and through his

attorney of record, L. Clark Donaldson, and the stipulation of the United States, represented by

Dave Backman, the Court hereby continues the motion cut-off date currently set for September 6,

2006 is continued to the 20th day of September, 2006,

Dated this 8th day of September, 2006.

BY THE COURT:

____________________________________
HONORABLE TED STEWART
United States District Court Judge













  Docket no. 47.1

IN THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

THEODORE L. HANSEN;

INTERSTATE ENERGY CORP.;

TRIPLE M, L.L.C.,

Plaintiffs,

vs.

NATIVE AMERICAN REFINERY

COMPANY aka NATIVE AMERICAN

REFINERY COMPANY, INC.; PT.

BANK NEGARA INDONESIA

(PERSERO) TBK; EKO

BUDIWIYONO; DRS. FIRMANSYAH;

GATOT SISMOYO; RACHMAT

WIRIATMAJA; YOPIE LAMONGE;

MAX NIODE; LILLES HANDAYANI;

UTTI KARIAYAM; MUBARIK AS

DJATIMUDA; STEVE O.Z. FINKEL-

MINKIN aka STEVE FINKEL;

ROBERT McKEE; FRED NEWCOMB;

NEWCOMB & COMPANY; AND DOES

1-20,

Defendants.

ORDER

Case No. 2:06-cv-00109-PGC-PMW

Judge Paul G. Cassell

Magistrate Judge Paul M. Warner

This matter was referred to Magistrate Judge Paul M. Warner by District Judge Paul G.

Cassell pursuant to 28 U.S.C. § 636(b)(1)(A).  Before the court is the parties’ stipulated motion

for an extension of time for Defendants Fred Newcomb and Newcomb & Company to file their

reply memorandum in support of their motion to dismiss for lack of jurisdiction.1
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Based upon the stipulation of the parties and good cause appearing therefor, the motion is

GRANTED.   Defendants Fred Newcomb and Newcomb & Company may have up to and

including September 18, 2006, to file their reply memorandum in support of their motion to

dismiss for lack of jurisdiction.

DATED this 8th day of September, 2006.

BY THE COURT:

                                                                             

PAUL M. WARNER

United States Magistrate Judge



  Docket no. 20.1

IN THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

UDK SOLUTIONS, INC. dba UTAH

DISASTER KLEENUP, a Utah

corporation; and DISASTER KLEENUP

INTERNATIONAL, INC., a Delaware

corporation,

Plaintiffs,

vs.

DISASTER CLEAN-UP SERVICE, LLC;

and MOST WANTED CARPET CARE,

LLC,

Defendants.

STIPULATED PROTECTIVE ORDER

Case No. 2:06-cv-00192-TS-PMW

Judge Ted Stewart

Magistrate Judge Paul M. Warner

This matter was referred to Magistrate Judge Paul M. Warner by District Judge Ted

Stewart pursuant to 28 U.S.C. § 636(b)(1)(A).  Before the court is Plaintiffs’ motion for entry of

a stipulated protective order.1

Upon motion by the parties for an order pursuant to Fed. R. Civ. P. 26(c), that trade secret

or other confidential research, development or commercial information be disclosed only in a

designated way;

IT IS HEREBY ORDERED:
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1. Any party who, in this litigation, produces or discloses any document, thing or

information in any form (which shall be referred to singularly or collectively as “protected

information”) may designate such protected information as “CONFIDENTIAL” when it contains

trade secrets, competitively sensitive information or other confidential information, the present

disclosure of which would, in the good faith judgment of the party making the disclosure, be

detrimental to that party.  A person who is not a party to this lawsuit may designate as

“CONFIDENTIAL” protected information provided to any party to this lawsuit.  “Protected

information” includes the information both as originally produced and in any other form,

including copies, notes, and summaries of such information.

2. The designation of protected information as “CONFIDENTIAL” may be effected

by visibly marking it “CONFIDENTIAL” or with words of similar import.  The protected

information may be so marked when it is produced, disclosed or at any time before copies

ordered by the receiving party during a document examination are physically delivered to the

receiving party or as otherwise provided in this Protective Order.  Protected information may also

be designated as “CONFIDENTIAL” in contemporaneous correspondence from the person that

will produce or disclose the protected information to counsel for the parties to this action.  The

designation shall identify the documents by description or Bates number.

3. No protected information marked or designated as provided in this Protective

Order may be used by any recipient of such information or disclosed to anyone for any purpose

other than in connection with this litigation, and shall not be used for any business, commercial,

or competitive purpose, or in any other litigation.  No protected information may be disclosed by
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the recipient of such information to anyone other than those persons designated below in

paragraph 4, unless and until the restrictions in this Protective Order are removed either by

agreement of the parties or by order of the Court.

4. All protected information designated as “CONFIDENTIAL” shall be restricted to

the following persons:

(a) Counsel who have appeared of record for any party in this case and partners,

shareholders, associates, paralegal assistants, clerical staff and secretaries who are

regularly employed by such counsel, and are actively engaged in assisting such

counsel with respect to this litigation;

(b) Each party to this litigation, including in-house counsel for any party in this case;

(c) Any certified shorthand or court reporters retained to report a deponent’s

testimony taken in this litigation;

(d) Experts or any person retained or used by counsel for any party to assist counsel

with respect to this litigation, who are not regular employees or consultants of

such party;

(e) Persons shown on the face of the document to have authored or received it;

(f) Any person whom the parties agree, in advance and in writing, may receive such

protected information; and

(g) The Court and its personnel and an agreed-upon mediator and his or her staff.

This Protective Order does not prohibit a person from disclosing its own protected information. 

Nor does this Protective Order prohibit a person from disclosing protected information

independently obtained from non-confidential sources or sources that do not designate the

information as confidential so long as the information was not improperly disclosed by the source

of the information.
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5. No person authorized under paragraphs 4(b), (d), or (f) of this Protective Order to

receive access to protected information shall be granted such access until such person has

received a copy of this Protective Order and agrees in writing to be bound by it by signing a copy

of the agreement attached as Exhibit A to this Protective Order.  The original of each such

written agreement shall be maintained by counsel for the party that seeks to disclose protected

information.  Further, each recipient of protected information shall not make any copies of or

notes concerning such information for any purpose whatsoever, except in connection with this

litigation and solely for the purposes of this litigation.

6. Any person may designate as “ATTORNEYS’ EYES ONLY” information that it

deems so competitively sensitive that it should not be learned by its competitors and/or another

party to this litigation.  Such information shall be disclosed only to persons described in

paragraphs 4(a), 4(c), 4(d), 4(e), 4(f), and 4(g) above.  Such information shall not be disclosed to

a party or its agents, other than agents described in the preceding sentence.  All other terms of

this Protective Order apply equally to information designated as “CONFIDENTIAL” and

information designated as “ATTORNEYS’ EYES ONLY.” 

7. If, during the course of a deposition, hearing, or trial, counsel for any person

designates any part of the testimony as “CONFIDENTIAL” or “ATTORNEYS’ EYES ONLY”

the transcript shall be visibly marked on the cover page by the reporter as “CONFIDENTIAL” or

“ATTORNEYS’ EYES ONLY.”  Additionally, within 30 days after the date the testimony is

given, counsel for any person may designate, by letter to all counsel and the reporter, any portion

of the transcript as “CONFIDENTIAL” under the terms of this Protective Order, and a copy of
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the letter shall be attached by the reporter and all counsel to the cover page of all transcripts. 

During this 30-day period, the entire transcript shall be treated as “ATTORNEYS’ EYES

ONLY.”  Any confidentiality under the terms of this Protective Order is waived as to any portion

of the transcript which is not designated as “CONFIDENTIAL” or “ATTORNEYS’ EYES

ONLY” within this 30-day period, unless otherwise agreed by the parties or ordered by the Court. 

Similarly, any party may produce documents for inspection without making confidentiality or

privileged designations before permitting the inspection.  The producing party, without waiving

its right to assert confidentiality or privilege, may produce documents and things for inspection

and make confidentiality and privilege designations for the first time when requested copies are

being prepared.  All documents and things so inspected shall be treated as ATTORNEYS EYES

ONLY information between the time of inspection and receipt of the requested copies.  This

paragraph shall not be deemed or construed to authorize disclosure of any protected information

to any person to whom disclosure is otherwise prohibited under this Protective Order.

8. A party may file a motion with the Court for an appropriate modification of this

Protective Order, or an order that certain information is not entitled to be designated as

“CONFIDENTIAL” or “ATTORNEYS’ EYES ONLY.”  Such a motion shall identify the

particular protected information proposed to be disclosed, the name and address of the person to

whom the party proposes to disclose the protected information, and the reasons why such

information should not be restricted.  The party seeking disclosure of protected information may

not disclose such information, or any part of it, pending the Court’s decision on the motion.
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9. Any protected information designated under this Protective Order as

“CONFIDENTIAL” or “ATTORNEYS’ EYES ONLY” which is filed with the Court for any

purpose shall be filed in a sealed envelope or container marked on the outside with the title of the

action, the identification of each document or other item within, and a statement substantially in

the following form:

CONFIDENTIAL

Filed under seal pursuant to the Protective Order issued in this case on ___________, 200_,

which governs the confidentiality of documents and information.  This envelope shall not

be opened or the contents disclosed except in accordance with such Protective Order or by

court order. 

The Court, its staff, and counsel for the parties shall have access to any envelope or

container submitted under seal in connection with this litigation.  To the extent practicable,

protected information shall be filed separately or in severable portions of filed papers, so that the

non-confidential portions may freely be disseminated.  No protected information shall be

included in whole or in part in pleadings, motions, briefs, exhibits, memoranda or other papers

filed in court, except as provided in this paragraph.

10. Any party receiving any protected information which has been designated as

“CONFIDENTIAL” or “ATTORNEYS’ EYES ONLY” may object in writing to such

designation.  If such objection cannot be resolved by agreement, following settlement efforts

under Federal Rule of Civil Procedure 37, the objecting party may file a motion with the Court

for an appropriate modification of this Protective Order, or an order that certain information is

not entitled to be designated as “CONFIDENTIAL” or “ATTORNEYS’ EYES ONLY.”  Such
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motion shall identify the particular protected information proposed to be disclosed, the name and

address of the person to whom the party proposes to disclose the protected information, and the

reasons why such information should not be restricted.  The party seeking disclosure of such

protected information may not disclose such information, or any part of it, pending the Court’s

decision on the motion.  In all motions to modify a designation, the designating party shall bear

the burden of justifying the particular designation made.

11. Counsel for each party shall take reasonable precautions to prevent the

unauthorized or inadvertent disclosure of any protected information, and shall be responsible for

insuring that each of his or her regularly employed partners, associates, paralegal assistants,

clerical staff and secretaries who are assisting in this litigation and the proposed recipients of

protected information are informed of the terms of this Protective Order and their obligations

under it.

12. The production or disclosure of any protected information made after entry of this

Protective Order which a party claims was inadvertent and should not have been produced or

disclosed because of a privilege or work product protection will not be deemed to be a waiver of

any privilege or protection.  In the event of such claimed inadvertent production or disclosure,

the following procedures shall be followed:

(a) The party inadvertently producing or disclosing protected information may

request the return of such material within twenty (20) days of discovering that it

was inadvertently produced or disclosed.  A request for the return of protected

information shall identify the specific protected information, the basis for

asserting that the specific protected information is subject to the attorney-client

privilege or the work product doctrine, and the date of discovery that there had

been an inadvertent production or disclosure.
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(b) If a party requests the return, pursuant to this paragraph, of any such

protected information from another party, the party to whom the request is made

shall return immediately to the party requesting return all copies of the protected

information within its possession, custody, or control, including all copies in the

possession of experts, consultants, or others to whom the protected information

was provided.

(c) If a party receiving documents disagrees with the party requesting return of

the documents pursuant to this paragraph, the receiving party may, after returning

the documents pursuant to paragraph 12(b), file a motion with the Court to

compel production of the disputed documents.

13. This Protective Order shall not be deemed or construed as a waiver of any right to

object to the furnishing of information in response to any discovery request.  Nor shall this

Protective Order be deemed or construed as a waiver of the attorney/client, work product, or any

other privilege, or of the rights of any party, person or entity to oppose the production of any

documents or information on any grounds.  Further, nothing in this Protective Order shall be

construed to limit, restrict or otherwise affect the ability of any party to seek the production of

documents, testimony or information from any source.

14. This Protective Order shall not be deemed or construed in any way to affect or to

establish the admissibility or to waive any right to object to the admissibility at trial of any

protected information covered by this Protective Order.

15. Within 75 days after final termination of this action, including all appeals, any

recipient of protected information under paragraphs 4(b)-(f) of this Protective Order, or outside

experts and their regularly employed staff retained for this litigation who are not employees of or

regular consultants to a party as referenced in paragraph 6 of this Protective Order, shall deliver
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all protected information, including all copies thereof and all documents incorporating or

referring to such information, to counsel for the person which disclosed the protected information

to the recipient, unless the parties otherwise agree in writing.  As an alternative, within the same

75-day period, all documents containing protected information may be destroyed and such

destruction confirmed in correspondence to counsel for the disclosing person.  A party and its

counsel of record need not destroy or return protected information incorporated in materials filed

with the court, subject to the terms of this Protective Order.  Counsel of record need not destroy

or return protected information incorporated in work product retained solely by counsel.

16. This Protective Order shall remain in full force and effect unless modified by an

order of this Court or by the written stipulation of all parties hereto filed with the Court.  Without

limiting the generality of the foregoing, this Protective Order shall survive or remain in full force

and effect after the termination of this litigation.  Nothing in this Protective Order shall limit or

preclude any party from applying to the Court for relief from this Protective Order, or for such

further or additional protective orders as the Court may deem appropriate.

17. In the event that counsel for any party receives a demand or request to produce or

disclose protected information or is informed that a demand or request for protected information

has been made to any recipient of protected information under the terms of this Protective Order

by any government agency or in connection with another lawsuit, counsel shall, within five

business days after receipt of such demand or request or upon being informed of such demand or

request, send to all counsel written notice of the identity of the person or entity making the

demand or request and the recipient of the demand or request, the nature of the material
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requested or demanded, and the date on which the protected information is to be produced or

disclosed.  The request or demand, be it in the form of subpoena, letter or otherwise, shall be

attached to the letter.

18. This Protective Order is binding on the parties immediately upon its execution.

DATED this 8th day of September, 2006.

BY THE COURT:

                                                                             

PAUL M. WARNER

United States Magistrate Judge



IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, CENTRAL DIVISION

UDK SOLUTIONS, INC. dba UTAH

DISASTER KLEENUP, a Utah Corporation,

and DISASTER KLEENUP

INTERNATIONAL, INC., a Delaware

Corporation

Plaintiffs,

vs.

DISASTER CLEAN UP SERVICE, LLC, and

MOST WANTED CARPET CARE LLC,

Defendants.

PROTECTIVE ORDER

Civil Action No. 2:06CV00192 TS

Judge Ted Stewart

Magistrate Judge Paul M. Warner

EXHIBIT A

The undersigned hereby acknowledges that he/she has read the protective order which

was ordered by the court in the above-captioned case; that he/she is one of the persons

contemplated in paragraph 4 and/or paragraph 6 thereof as being able to be given access to the

information designated CONFIDENTIAL by one of the parties, that he/she fully understands and

agrees to abide by the obligations and conditions thereunder, and that he/she subjects

himself/herself personally to the jurisdiction of the District Court for District of Utah, or any

other District Court to which the case may be transferred, for the purpose of proceedings relating

to his/her performance under, compliance with, or violation of this Protective Order.

Dated:  _________________                                                                                     

Name:                                                             

Address:                                                             

                                                            



IN THE UNITED STATES COURT FOR THE DISTRICT OF UTAH

CENTRAL DIVISION

NOVATIONS GROUP, INC., a Delaware

corporation, THE TRAINING COMPANY,

INC., a Utah corporation, and GARRETT

GALLEY,

Plaintiffs, ORDER GRANTING IN PART AND

DENYING IN PART DEFENDANT’S

MOTION TO DISMISS AND

DENYING PLAINTIFF’S MOTION

FOR PRELIMINARY INJUNCTION

vs.

ZENGER FOLKMAN COMPANY (fka

EXTRAORDINARY PERFORMANCE

GROUP, INC., fka THE

EXTRAORDINARY LEADER), a Utah

corporation, JOSEPH R. FOLKMAN, JOHN

H. ZENGER, KURT SANDHOLTZ,

KATHY BUCKNER (aka KATHY

BUCKNER ROWE), LYNN NICHOLSON,

KERRI WALKER (aka KERRI PRICE), and

JOHN DOES 1-10,

Case No. 2:06-CV-00347 PGC

Defendants.

On April 26, 2006, plaintiff Novations Group Inc. (NGI) and the other named plaintiffs

filed its complaint alleging myriad claims against defendant Zenger Folkman Company (ZFC)

and the other named defendants.  On the same day, NGI moved for a preliminary and permanent
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injunction against ZFC [#13].  ZFC has responded to these motions, also filing its own motion to

dismiss various claims asserted by NGI’s complaint [#31].  Given the following discussion, the

court GRANTS IN PART AND DENIES IN PART ZFC’s motion to dismiss [#31] and DENIES

NGI’s motion for preliminary and permanent injunction against ZFC [#13].  A complicated

discussion ensues.

BACKGROUND

For the purposes of resolving NGI’s preliminary and permanent injunction motions and

ZFC’s motion to dismiss, the court finds the following facts.  NGI alleges that this “case is about

defendants taking plaintiffs’ intellectual property without authorization, and using it to compete

against plaintiffs.”   1

A. NGI and ZFC.  

NGI, as “Novations,” incorporated in Utah in 1986 and engages in the organization

performance improvement industry.  On May 4, 1998, NGI was acquired by and merged into

Novations Acquisition Corporation, a wholly owned subsidiary of Provant, Inc.  Novations

Acquisition Corp. then changed its named to Novations Group, Inc., and “is the successor in

interest to the earlier Novations Group, Inc.”2

A number of the named defendants, Joseph Folkman, John Zenger, Kurt Sandholtz,

Kathy Buckner and Kerri Price were officers, shareholders, employees, or contractors of NGI or

its parent through various dates in 2002 and 2003.  Mr. Folkman was one of the founding
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partners and shareholders of NGI, serving as an executive of NGI at all relevant times of the

complaint.  From 1998 through 1999, Mr. Zenger was president of Provant, Inc., and from 2000

through 2002, he was Executive Vice President of Provant, Inc.  Then, from 2002 through

October 2003, Mr. Zenger became president and CEO of Provant, Inc., before being vice

chairman of NGI’s board of directors from December 2002 to September 2003.  Until October

31, 2003, Mr. Zenger was an employee of NGI.  And from April 2002 to November 2002, Mr.

Sandholtz was an employee of NGI, although he did take a sabbatical from May 2002 until

termination from NGI in November 2002.    

Until July 2003, the defendants allegedly operated their competing business as an

“unregistered entity known as ‘Extraordinary Leader,’” at which point they incorporated their

entity as “Extraordinary Performance Group, Inc.”   Extraordinary Performance Group, Inc. then3

changed its name to Zenger Folkman Company.   From July 2003, Mr. Folkman has been co-4

founder and president of Extraordinary Performance Group, Inc. (EXPGI), and then its successor

ZFC.  Mr. Zenger has also been co-founder and CEO of EXPGI, and then its successor ZFC.  Mr.

Sandholtz has served variously as principal, employee and consultant to EXPGI and then ZFC. 

From July 2003 until May 2005, Ms. Buckner has been a principal, employee and/or consultant

to EXPGI and ZFC.  And Ms. Price has worked for EXPGI and then ZFC since July 2003.
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In 1998 and again in 2002, Joseph Folkman, John Zenger and Kurt Sandholtz entered into

Executive Employment Agreements with NGI containing non-competition, confidentiality, and

ownership of intellectual property provisions.  Those agreements expressly prohibited Mr.

Folkman, Mr. Zenger and Mr. Sandholtz from using or disclosing any of NGI’s “Confidential

Information” or “Proprietary Information” in connection with any other business or employment. 

NGI specifically alleges that the breach of certain provisions in those agreements, as well as

breach of the common law duty of loyalty, are a serious component of its complaint.  

These employment agreements contained a number of pertinent clauses.  Mr. Zenger’s

1998 Employment Agreement stated that he would “not engage or become interested, directly or

indirectly, as an owner, employee, director, partner, consultant, . . . in the operation, management

or supervision of any type of business or enterprise in any way similar or competitive with”

Provant, Inc for five years from the effective date.   Mr. Zenger also agreed that he would “not,5

directly or indirectly, use or disclose any Confidential Information.”   According to the 19986

Agreement, Mr. Zenger also “understands and agrees that this restriction will continue to apply

after his employment terminates, regardless of the reason for termination.”   Mr. Zenger also7

agreed that “all Confidential Information which he creates or to which he has access as a result of

his employment is and shall remain the sole and exclusive property of” Provant.   As part of the8
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Agreement, Mr. Zenger agreed not to copy or remove any documents or other media containing

confidential information.  Mr. Zenger further agreed “that he has carefully read and considered

all of the terms and conditions of this Agreement, . . . [and] further acknowledges and agrees

that, were he to breach any of the covenants contained in [Para. 7 or 8], the damages would be

irreparable.”   And Mr. Zenger finally agreed that Provant would be “entitled to preliminary and9

permanent injunctive relief against any breach of threatened breach . . . provided [Provant] has

made a prima facie showing of such a breach of threatened breach.”10

Both Mr. Folkman and Mr. Sandholtz also entered into similar employment agreements

in 1998.  Their agreements included a statement agreeing that they “shall not engage in any other

business activity or serve in any industry, trade, professional, governmental or academic position

during the term of this Agreement, except as may be expressly approved in advance by the Board

in writing or to the extent that such activity or service does not materially and adversely affect the

discharge of his duties and responsibilities.”   These agreements also included an agreement not11

to compete,  an agreement not to disclose or use confidential information,  and an agreement12 13

that NGI would be entitled to preliminary and permanent injunctive relief upon a prima facie
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showing of a breach or threatened breach.14

Given that the 1998 employment agreements were soon to expire, Messrs. Zenger,

Folkman and Sandholtz each signed letter agreements converting their employment arrangements

to at-will employment.  These agreements stated that each person agreed “that your convenant

not to compete and non-solicitation agreement with the Company . . . shall continue to be

binding on you and are hereby extended to the later to occur of the current expiration date, May

4, 2003, or that date that is one year from the termination of your employment with the

Company.”   Additionally, according to the new employment agreements, “the confidentiality15

provisions contained in the [1998 Employment Agreement, Para. 8 were to] remain in effect

during [Messrs. Zenger, Folkman and Sandholtz’s] continued employment by the Company and

thereafter.”   All of the 1998 Employment Agreements terminated on May 4, 2001.  Mr.16

Folkman’s 2001 Employment Agreement terminated on June 30, 2003.  Mr. Zenger’s 2001

Employment Agreement terminated on October 31, 2004.  And Mr. Sandholtz’s 2001 

Employment Agreement terminated on November 29, 2002.  According to NGI’s assertions,

“notwithstanding the expiration and termination of the respective 1998 and 2001 Agreements,

Paragraphs 8,9, and 12 in the 1998 Agreements . . . as further defined and extended by their

respective 2001 Agreements remain in full force and effect indefinitely.”17
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According to NGI, during, or close after their employment with NGI and Provant, several

of the defendants allegedly “wrongfully and deceptively used . . . NGI’s confidential ‘360' client

survey data as the basis for their book The Extraordinary Leader.”   In 2002, while still18

employed by NGI, Messrs. Zenger, Folklman, and Sandholtz, and Ms. Buckner, allegedly

“determined to develop ‘Extraordinary Leader’ products and services [in] competition with NGI”

and conceal such competition from NGI.   This included using more than 20 years of NGI’s19

confidential client survey data, and constituted confidential information according to the

employment agreements.  The ZFC defendants allegedly marketed and sold the Extraordinary

Leader products and services to existing NGI and TTCI clients, as well as to new clients.  The

ZFC defendants also used NGI and TTCI software to process surveys and generate survey

reported for these clients, invoicing these clients for products and services outside NGI.  Such

products and services allegedly used “NGI’s data, software, surveys, items and norms” and

generated one million dollars in revenue to the defendants prior to the termination of their

employment with NGI.   20

Relevant to this motion to dismiss and the preliminary and permanent injunction motion,

NGI alleges the ZFC defendants engaged in numerous activities harming NGI.  NGI and TTCI

complain of copyright infringement, copyright act - works for hire violations, Lanham Act

violations, cyberpiracy, breach of fiduciary duty, Uniform Trade Secrets Act (UTSA) violations,
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fraud, fraudulent concealment, unjust enrichment, conversion, tortious interference with existing

and prospective economic relations, breach of contract, breach of duty of loyalty, confidentiality

and noncompetition, unfair competition, conspiracy, breach of fiduciary duties of good faith and

loyalty, and Racketeer-Influence and Corrupt Organizations Act  (RICO) violations in its 8621

page complaint.

B. TTCI, Garrett Galley and Lynn Nicholson

A further plaintiff, Garrett Galley and his company, The Training Company, Inc., also

joined the complaint filed by NGI against the ZFC defendants.  Mr. Galley worked as a computer

programmer and developer and did business as The Training Company.  From 1997 to 2002,

NGI employed Mr. Galley as a computer programmer to develop a survey software system.  In

October 2001, Mr. Galley incorporated The Training Company, Inc. (TTCI).  TTCI developed an

employee survey and reporting system software program that included a web-based interface and

the Internet domain names “performancesurveys.com” and “avasurveys.com.”  TTCI’s software

survey package included two types of surveys: a “360" survey about a single individual which

that individual’s supervisor, peers and subordinates fill out; and an “Org” survey which is

completed by everyone in a company and sorted based on the demographic information of the

participants.  TTCI employed defendant Lynn Nicholson who acted under TTCI’s direction to

transact business as its agent.  Among other duties, Mr. Nicholson put copyright notices on

TTCI’s web-pages, while his certain duties included registering and managing TTCI’s domain

names “performancesurveys.com” and “avasurveys.com.”  
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TTCI offered its survey and reporting services to a number of companies, using its web-

pages to offer these services.  TTCI alleges that its “performancesurveys.com” web site contains

TTCI’s copyright notices, and thereby has become a common law service mark for TTCI and its

clients.  On August 16, 2002, Mr. Nicholson registered the “performancesurveys.com” domain

name for TTCI.  On September 13, 2002, Mr. Nicholson registered “avasurveys.com” domain

name for TTCI.  When registering both of these domain names, Mr. Nicholson allegedly set the

user name and authorization code for the domain names.

Mr. Folkman and Mr. Galley became acquainted with each other at NGI while both

worked at that company.  In 2002, TTCI provided services for Extraordinary Leader.  Around

June 23, 2003, Mr. Galley and Mr. Folkman reached an agreement regarding Mr. Galley’s

employment at EXPGI.  For a salary, Mr. Galley agreed to be the Chief Technology Officer of

EXPGI and in charge of all technical aspects of the new company.  Mr. Folkman and Mr. Galley

discussed EXPGI’s possible purchase of TTCI’s survey software, but the parties never agreed to

any purchase price or terms.  Mr. Galley requested potential equity ownership of EXPGI, but Mr.

Folkman declined to provide any such agreement.  

Mr. Galley began working for EXPGI with responsibilities including fulfillment of

feedback reports, customer/client support, desktop support, training new employees, network

administration, installing and purchasing hardware and software, creating new survey collection

processes, managing client projects, setting up new clients on the system, and computer

programming.  Mr. Galley allegedly worked “90 hours a week to fulfill these responsibilities.”  22
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TTCI also purchased numerous pieces of equipment and software for EXPGI, and EXPGI

ultimately reimbursed TTCI for its purchases.  On August 1, 2003, EXPGI also hired Mr.

Nicholson and began paying him for his services.  While employed by EXPGI, Mr. Galley and

Mr. Nicholson also continued to provide services for TTCI clients as well. 

In June 2003, Mr. Galley sold EXPGI the hardware that currently ran the

performancesurveys.com software.  That hardware remained in TTCI’s offices until it was

moved to EXPGI’s offices in March 2004.  After the hardware moved to EXPGI’s offices, the

server was pointed to EXPGI’s web address.  Mr. Galley alleges that TTCI never agreed to

transfer the TTCI survey software to EXPGI, nor did he agree to any financial terms for its use,

transfer or license.  The complaint states that Mr. Galley “simply moved the hardware and

changed the address to improve program performance, [Mr. Galley’s] programming productivity,

and other EXPGI employees’ efficiency.”   23

In February 2004, Mr. Folkman asked Mr. Galley to modify some code from NGI.  Mr.

Galley declined and Mr. Folkman hired an outside programmer for the request.  In June 2004,

EXPGI hired a Chief Operating Officer who “had different views about the direction of the

technical aspect of the company and what programming languages and operating systems it

should use.”   On July 21, 2004, the COO called Mr. Galley to his office and informed him that24

EXPGI had hired a replacement Chief Technology Officer.  On July 24, 2004, Mr. Galley

resigned from EXPGI, and he gave EXPGI a two-week grace period during which to negotiate a
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licensing agreement for EXPGI’s continued use of TTCI’s survey software.  The parties did not

reach an agreement, and Mr. Galley alleges that EXPGI (now ZFC) continues to possess and use

TTCI’s survey software without authorization while receiving substantial revenues from that use. 

After his resignation, Mr. Galley also learned that Mr. Nicholson changed the user name

and password to manage TTCI’s “performancesurveys.com” and “avasurveys.com” websites and

content.  Both of these TTCI domain names are also currently listed as registered in Mr.

Nicholson’s name.  Mr. Galley alleges that because of Mr. Nicholson’s actions, he and TTCI do

not have access to TTCI’s copyrighted web sites and its copyrighted survey software.  Mr. Galley

alleges that although ZFC attempted to persuade him to return to its employ, it ceased to

negotiate with him once it learned that Mr. Nicholson controlled and registered the TTCI domain

names in his name.  Mr. Galley further alleges that EXPGI continued to use TTCI’s websites and

survey software after TTCI terminated any right or implied license to use it.  He also alleges that

EXPGI blocked him and TTCI from accessing TTCI’s websites.  And he further alleges that

EXPGI changed TTCI’s website copyright notice from “© 2002 The Training Company” to “©

2004 Extraordinary Performance Group, Inc.” and then to “© 2005 Zenger Folkman Company.” 

Due to these copyright notices, Mr. Galley alleges that ZFC now claims it owns the copyrights to

TTCI’s websites and TTCI’s survey software.  Through continued unauthorized use of the survey

software and servicing of TTCI’s clients, Mr. Galley alleges that ZFC has grossed around $3

million dollars.                      

Mr. Galley and TTCI specifically complain of copyright infringement, Lanham Act

violations, cyberpiracy, UTSA violations, unjust enrichment, conversion, tortious interference
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with existing and prospective economic relations, unfair competition, conspiracy, breach of

fiduciary duties of good faith and loyalty, and RICO violations.         

NGI and the other parties also move for a preliminary injunction [#13] and a permanent

injunction [#13] at this time.  NGI argues that it has met the requirements for the court to grant

both of these motions, while ZFC counters that NGI has delaying filed these motions for a

number of years.  ZFC also argues that NGI’s injunction motions are moot, and that NGI cannot

show it is entitled to injunctive relief under the Federal Rules.    

C. Motion to Dismiss

ZFC seeks to dismiss NGI’s 3rd, 4th and 5th causes of action under the Copyright Act

because the court lacks subject matter jurisdiction over the works asserted in those claims due to

the fact that NGI has not federally registered these works and these claims are not otherwise

actionable under the Copyright Act.  ZFC seeks to dismiss NGI’s 6th cause of action for “reverse

passing off” under the Lanham Act because it conflicts with or is preempted by the Copyright

Act.  ZFC seeks to dismiss NGI’s 14th through 16th causes of action for fraud because they are

based on the acquisition of confidential information by alleged misrepresentations and therefore

preempted by the Uniform Trade Secrets Act (UTSA).  ZFC seeks to dismiss NGI’s 19th through

21st causes of action for unjust enrichment because they are preempted by the Copyright Act,

and/or the UTSA, and barred by NGI’s legal remedies.  ZFC seeks to dismiss NGI’s 22nd cause

of action in its entirety, and the 29th cause of action in part, for conversion of intangible property,

including domain names, software and confidential data, because these claims are preempted by

the Copyright Act, and/or the UTSA, and fail to state a claim for relief under Utah state law. 
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ZFC seeks to dismiss NGI’s 23rd and 28th causes of action for tortious interference with existing

and prospective economic relations because these claims fail in whole or in part to state a claim

under Utah state law because NGI has alleged no recognized “improper purpose” and many of

the alleged “improper means” are preempted by the Copyright Act and/or the UTSA.  ZFC seeks

to dismiss NGI’s 26th and 34th causes of action for breach of fiduciary duty of confidentiality

based on the alleged misappropriation of confidential information because they are preempted by

the UTSA.  ZFC seeks to dismiss NGI’s 30th and 31st causes of action for unfair competition

because they are preempted in part to the extent they rely on alleged underlying misconduct

preempted by the Copyright Act, and/or the UTSA and fail to state claims under Utah state law. 

ZFC seeks to dismiss NGI’s 32nd and 33rd causes of action for conspiracy because they are

preempted in part by the Copyright Act, and/or the UTSA, to the extent they rely on underlying

torts that are preempted by those Acts, and because NGI has not alleged these claims with

sufficient particularity.  Finally, ZFC seeks to dismiss NGI’s 35th cause of action under RICO

because NGI has failed to allege the required investment or acquisition injury under §§ 1962(a)

and (b), and has further failed to allege with particularity an enterprise prior to ZFC’s

incorporation, or a patter of racketeering after incorporation, under § 1962(c).  ZFC also argues

that the RICO conspiracy claim under § 1962(d) fails because the underlying substantive RICO

claims are defective.     

NGI stipulates to dismissal without prejudice of the 3rd, 4th, 5th, 19th, 26th and 34th

causes of action.  NGI argues that it has stated a valid claim for its 6th cause of action, reverse

passing off under the Lanham Act, and states it should not be dismissed.  NGI also argues that it
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has adequately alleged they have suffered and are continuing to suffer a RICO injury and that the

35th cause of action, RICO, should not be dismissed.  NGI further argues that the copyright

statute does not preempt its claims for the 20th and 21st causes of action – unjust enrichment, the

22nd and 29th causes of action – conversion, the 23rd and 28th causes of action – tortious

interference, the 30th and 31st causes of action – unfair competition, and the 32nd and 33rd

causes of action – conspiracy.  And NGI argues that the Uniform Trade Secrets Act (UTSA) does

not preempt its state law claims, including its fraud claim – the 16th cause of action, its 20th and

21st causes of action for unjust enrichment, its claim for conversion – the 22nd and 29th causes

of action, and its claims for tortious interference (23rd and 28th), unfair competition (30th and

31st) and conspiracy (32nd and 33rd).  Finally, it argues that it has validly alleged the conversion,

unjust enrichment, tortious interference and unfair competition claims sufficient to withstand

ZFC’s motion to dismiss.       

D. Preliminary Injunction

NGI and the other named plaintiffs also seek a preliminary and permanent injunction

against ZFC and the named defendants.  They request the court enter an order that ZFC and other

defendants cease using or disclosing, among other things, any Confidential Information and

Proprietary Information, including the Alamo and Deathstar files, NGI’s Surveys Online, eBack

and eSummary software, and the Extraordinary Leader guides and workshop materials.  They

also request the return of all of the property NGI believes is protected.  And they require an order

against ZFC to cease all of its activities trading on NGI’s goodwill.  NGI relies on an argument

that the Employment Agreements entitle it to its sought-after relief because of the defendants
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breach of their “use and disclosure” covenants.  Essentially, NGI argues that defendants’ breach

of their Employment Agreements by using and disclosing certain confidential and proprietary

information causes irreparable harm and must be enjoined.  

ZFC opposes NGI’s preliminary injunction on several grounds.  It first argues that NGI’s

motion should fail because it has delayed filing this motion for several years.  ZFC argues that

NGI was aware of the alleged wrongdoing beginning in 2001, and that it launched an

investigation into the matter in 2004.  ZFC also argues that NGI admits in its complaint that it

began to be aware of its potential claims in mid-2004, and that NGI formally notified ZFC in

May of 2005 of some of the alleged wrongdoing.  Therefore, ZFC argues that NGI has waited too

long to bring this motion and that the court should deny the motion because NGI failed to take

any appropriate action over the alleged wrongdoing for several years.  This argument, if valid,

certainly undercuts the extraordinary remedy of the requested injunction.  

ZFC also argues that a portion of NGI’s motion is moot and should be denied.  ZFC

argues that it is not currently using most of the items for which NGI seeks an injunction.  It also

states that it has surrendered all such materials to its counsel, has not retained any copies of these

items, and represents that it will not make any future use.  Since it has either abandoned,

removed, or given to its counsel much of the information, programs and materials of which NGI

complains, ZFC argues that the preliminary injunction motion is moot to these items.  

Finally, ZFC argues that a permanent injunction is not appropriate at this juncture because

NGI has not shown that it can prevail on the merits.  And it further argues that NGI is not entitled

to a preliminary injunction because it has not met the close scrutiny standard nor demonstrated
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the requisite irreparable harm, success on the merits, that the balances of harms favors NGI, or

that the injunction would not be adverse to the public interest.  NGI responds to all of these

arguments.    

DISCUSSION

A. Standard of Review

Dismissal of a complaint is proper only where, after taking all well-pleaded factual

allegations as true, “it appears beyond doubt that the plaintiff can prove no set of facts in support

of his claim which would entitle him to relief.”   “Accepting the complaint’s allegations as true,25

[the court must] consider whether the complaint, standing alone, is legally sufficient to state a

claim upon which relief can be granted.”   “The court must view all reasonable inferences in26

favor of [NGI], and the pleadings must be liberally construed.”27

B. Motion to Dismiss

NGI stipulates to dismissal of their 3rd, 4th, 5th, 19th, 26th and 34th causes of action

without prejudice.  ZFC withdraws its motion to dismiss the 14th and 15th causes of action, as

well as the dismissal of the common law claim for palming off.  Therefore, the court is left to

deal with the motion to dismiss the 6th, 16th, 20th, 21st, 22nd, 23rd, 28th, 29th (in part), 30th,

31st, 32nd, 33rd, and 35th causes of action.  The parties have helped the court with thorough

briefs.  The causes of action can be easily summarized as follows:
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Cause of Action Number Nature of Cause of Action

6th Cause of Action Lanham Act - Reverse Passing Off (TTCI v. ZFC)

16th Cause of Action Fraud (NGI v. ZFC)

20th Cause of Action Unjust Enrichment (NGI v. Mssrs. Zenger, Folkman)

21st Cause of Action Unjust Enrichment (TTCI v. ZFC)

22nd Cause of Action Conversion (TTCI v. ZFC, Mssrs. Nicholson, Folkman)

23rd Cause of Action Tortious Interference with Existing and Prospective

Economic Relations (TTCI v. Everyone)

28th Cause of Action Tortious Interference with Existing and Prospective

Economic Relations (NGI v. Everyone)

29th Cause of Action (in part) Conversion (NGI v. Mr. Folkman)

30th Cause of Action Unfair Competition (NGI v. Everyone)

31st Cause of Action Unfair Competition (TTCI v. Everyone)

32nd Cause of Action Conspiracy (NGI v. Everyone)

33rd Cause of Action Conspiracy (TTCI and Mr. Galley v. Everyone)

35th Cause of Action RICO (Everyone v. Mssrs Zenger, Folkman, Sandholtz,

Nicholson, Buckner, and Price)

1. 6th Cause of Action – Reverse Passing Off

ZFC argues that NGI’s “reverse passing off” claim under the Lanham Act conflicts with

or is preempted by the Copyright Act.  This is seemingly an issue of first impression for this

district, and the Tenth Circuit has not ruled on any similar case.  TTCI specifically alleges that it

has a Lanham Act claim against ZFC for holding itself out as “The Training Company” and for

later falsely designating TTCI’s Performance Surveys web interface and its database as

copyrighted by ZFC.  ZFC moves to dismiss this portion of the claim because the Lanham Act
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does not recognize claims for “reverse passing off,”  or in laymen’s terms: falsely claiming28

authorship or ownership of copyrighted materials.  It argues that such rights or claims must be

sought through the Copyright Act, rather than the Lanham Act.   

The Lanham Act imposes liability “on any person who, on or in connection with any

goods or services . . . uses false designation of origin, false or misleading description of fact, or

false or misleading representation of fact, which . . . is likely to cause confusion . . . as to the

origin . . . of his or her goods [or] services.”   According to the U.S. Supreme Court’s decision29

in Dastar Corp. v. Twentieth Century Fox Film Corporation,  there are two basic types of false-30

designation-of-origin claims.  The first is “passing off” or “palming off,” which occurs when a

person misrepresents his or her goods and services as someone else’s.   The second is known as31

“reverse passing off” or “reverse palming off,” which occurs when a person misrepresents

someone else’s goods or services as his or her own.   32

NGI’s complaint specifically alleges that ZFC used TTCI’s name and copyright notices,

falsely designating itself as the owner without permission.  It further alleges that ZFC posted a

copyright notice on TTCI’s website falsely claiming the copyright to the site, as well as falsely

claiming ownership to TTCI’s website and survey software.  The gravamen of TTCI’s claim



 Id. at 31.  33
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 Complaint ¶¶ 208-09.  35
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appears to be a “false designation of origin, false or misleading description of fact, or false or

misleading representation of fact, which . . . is likely to cause confusion . . . as to the origin . . . of

his or her goods.”     33

Dastar dealt with uncopyrighted material, whereas this case deals with materials

allegedly copyrighted at the time of the instant action.  It is fairly clear that a NGI seeks relief by

alleging certain copyright claims here as well.  But, given that this is a case of first impression in

this district, and because the Tenth Circuit has not yet ruled on this type of issue, the court is

reluctant to conclude that no set of facts could conceivably be developed that would support such

a cause of action.  Reserving the right to review this issue again on a motion for summary

judgment, the court will DENY the motion to dismiss NGI’s 6th cause of action, the Lanham Act

“reverse passing off” claim.  

2. 16th Cause of Action - Fraud

ZFC argues that NGI’s fraud claim should be dismissed because the UTSA preempts such

a claim.  Specifically, NGI claims misrepresentations from ZFC about its use of “surveys, items

and norms constituting proprietary information protected by [ZFC’s] contractual obligations to

[NGI].”   NGI states that the complaint alleges Mr. Folkman represented to NGI that ZFC was34

“not using any surveys or items or norms from” NGI.   The definition of this proprietary35

information is either “confidential” or not “confidential,” not in the public domain, not generally



 Utah Code Ann. § 13-24-2(1).  36

 On-line Tech., Inc. v. Perkin-Elmer Corp., 253 F. Supp. 2d 313, 334 (D. Conn. 2003),37

aff’d, 386 F.3d 1133 (Fed. Cir. 2004); Thomas & Bett Corp. v. Panduit Corp., 108 F. Supp. 2d

968, 974-75 (N.D. Ill. 2000).  

 ZFC’s Reply Memo. in Supp. of Mot. to Dismiss, at 15.  38

Page 20 of  36

used by others in competition with NGI, and developed, purchased or acquired for NGI.  ZFC

argues that NGI has to establish that the information was “in fact confidential” to succeed on its

fraud claim.  ZFC further argues that misappropriation of confidential information through a

breach of confidentiality or fiduciary duty is expressly covered by the UTSA.   Relying on a36

Connecticut District Court case and a Illinois District Court case,  ZFC states unequivocally that37

“[m]isrepresentations to acquire or cover up the alleged misappropriation of confidential

information are preempted by the UTSA.”  38

The proprietary information at issue is described as both confidential or not, but is

undisputably not within the public domain.  It is clear that, based on the statements made in the

complaint, NGI’s claim does not rely on the confidential nature of the information, especially

because the definition of proprietary information described in the Executive Agreements includes

both confidential and non-confidential materials.  It is unclear why ZFC argues that NGI will

have to establish the confidential nature of the information relating to the 16th cause of action,

especially because the complaint never states that the surveys, items and norms constituted

confidential information.  The cases cited by ZFC are inapplicable to dismiss the 16th cause of

action, and based on the allegations made on the face of the complaint, the court DENIES ZFC’s

motion to dismiss the 16th cause of action.  



 9 F.3d 823, 847 (10  Cir. 1993).  39 th

 780 F.2d 876, 878 (10th Cir. 1985).  40
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3. 20th and 21st Causes of Action - Unjust Enrichment

ZFC argues that: the Copyright Act preempts claims for unjust enrichment by both NGI

and TTCI.  It further argues that the UTSA preempts claims for unjust enrichment by NGI and

TTCI.  And ZFC argues that NGI’s and TTCI’s unjust enrichment claims against the defendants

should be dismissed because both plaintiffs have failed to show that no other remedy at law

exists to allow an unjust enrichment claim to proceed.  

ZFC first argues that copyright preemption applies to NGI’s 20th and 21st causes of

action.  In the 20th cause of action, NGI alleges that ZFC used confidential client information,

including the Alamo and Deathstar data collections, its facilities and resources, and argues that

ZFC should pay NGI for these uses. In the 21st cause of action, TTCI claimed ZFC’s unjust

enrichment through the defendants’ continued use of TTCI’s Copyrighted Survey Software.  ZFC

argues that these works are within the subject matter of the Copyright Act and therefore both

causes of action should be dismissed.  Specifically, ZFC argues that dismissal is warranted by 

the Tenth Circuit’s holding in Gates Rubber Co. v. Bando Chem. Indus., Ltd,  which held that a39

claim for the use of proprietary data and engineering formulas is preempted by Copyright Act

claims.  Additionally, ZFC argues that the Tenth Circuit’s decision in Ehat v. Tanner40

conclusively demonstrates that unjust enrichment claims under Utah law are equivalent to

copyright infringement, and therefore preempted by the Copyright Act to the extent they pertain

to copyrighted subject matter.    



 Id. (emphasis added).  41
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ZFC’s argument fails, however, on close examination of Ehat.  It clearly states that “a

state common law or statutory claim is preempted if: (1) the work is within the scope of the

‘subject matter of copyright’ as specified in 17 U.S.C. §§ 102, 103, and (2) the rights granted

under state law are equivalent to any exclusive rights within the scope of federal copyright as set

out in 17 U.S.C. § 106.”   At this point in the litigation, ZFC has not indisputably demonstrated41

that the rights granted under state common law are equivalent to any exclusive rights within the

scope of federal copyright.  NGI itself argues, and the court agrees, that a motion to dismiss

should only be granted when it is clear the plaintiffs cannot prevail on their claims.  ZFC

provides nothing further than its own statement that these complaints deal with copyrighted

works, and therefore must be preempted by the Copyright Act.  At this point in the litigation,

ZFC’s argument is unpersuasive.

ZFC also argues that the UTSA preempts the unjust enrichment causes of action. 

Because ZFC states that NGI’s complaint deals with confidential information, it argues that a

majority of the material discussed in the complaint is subject to NGI’s trade secret

misappropriation claims, except to the extent those claims are based on misappropriation of non-

confidential resources and facilities.  It is unclear, at least at this point in the litigation, whether

the confidential information would necessarily be a trade secret or not, and the court believes that

a motion to dismiss on this issue without further discovery is inappropriate.  

Regarding the availability of other legal remedies, ZFC relies on Lysenko v. Sawaya,  to42
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argue that the plaintiffs’ unjust enrichment claims are duplicative of a number of its other legal

claims ZFC has not moved to dismiss, including breach of contract, copyright, and trade secrets

claims.  ZFC also points to NGI’s 24th cause of action, a breach of contract claim, which alleges

the breach of the same contractual obligations as noted in the 20th cause of action.  The 20th

cause of action alleges that Mssrs. Zenger and Folkman used certain confidential data, NGI’s

facilities, and its resources to produce The Extraordinary Leader, and that such use without

payment to NGI is inequitable.  The 24th cause of action alleges that Mssrs. Zenger, Folkman

and Sandholtz entered into the Executive Agreements and acknowledged NGI’s sole and

exclusive ownership of confidential and proprietary data.  That cause of action further states that

the defendants breached these Executive Agreements by competing with NGI, soliciting NGI’s

customers, and using and disclosing NGI’s confidential information.  One claim (the 24th)

appears to encompass a great deal more than the other claim (the 20th), but they certainly appear

to cover similar issues.  Indeed, proving the 20th cause of action would bolster NGI’s case for the 

24th cause of action, but the reverse would not be true.  

Again, the court is uncomfortable dismissing this claim without further development of

the facts.  Because ZFC has not demonstrated that the allegations made on the face of the

complaint are insufficient to state a valid claim, the court DENIES ZFC’s motion to dismiss the

20th and 21st causes of action.  The court can revisit this is on summary judgment with a fuller

record before it.

4. 22nd and 29th Causes of Action - Conversion

 NGI’s 22nd cause of action complains that ZFC willfully deprived TTCI of the use and



 Ehat, 780 F.2d at 878.  43
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possession of the passwords and authorization codes to TTCI’s websites and converted the

registration of those  websites to ZFC’s ultimate ownership.  The complaint also alleges that ZFC

deprived TTCI of the use and possession of TTCI’s Copyrighted Survey Software.  TTCI

requests an order transferring these authorization codes, passwords and domain names back to

TTCI, and an order requiring ZFC to remove TTCI’s Copyrighted Survey Software from all its

computers and media.  NGI’s 29th cause of action further complains that ZFC converted two

computer laptops, and that those laptops contained certain proprietary and confidential

information.  ZFC does not seek dismissal of the conversion claim against the physical taking of

the laptop computers.  

Again, for reasons similar to those stated above, ZFC argues that conversion claims

against the defendants are preempted by the Copyright Act and the UTSA.  ZFC further argues

that Utah law does not recognize conversion of intangible property.  For the reasons stated in the

previous discussion, the court does not accept the Copyright Act or the UTSA preemption

arguments, at least at this time.  ZFC has not demonstrated to the court that, construing the

allegations in favor of the plaintiff, that the rights granted under state law (conversion) are

necessarily equivalent to any exclusive rights within the scope of the Copyright Act.43

Additionally, ZFC has not adequately demonstrated to the court that the UTSA preempts the

conversion claim given that discovery has not actually occurred.  And because Utah law has not

yet held that domain names or computer software do not constitute property rights, the court is

wary of dismissing these conversion claims simply because some other state courts, outside of
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this state, have held that domain names and computer software are intangible property rights and

not subject to conversion claims.  Therefore, ZFC’s motion to dismiss the 22nd and 29th (in part)

causes of action is DENIED.   

5. The 23rd and 28th Causes of Action – Tortious Interference with Existing and

Prospective Economic Relations

ZFC argues that the defendants’ 23rd and 28th causes of action should be dismissed

because they are preempted by the Copyright Act and the UTSA.  Additionally, ZFC argues that

NGI’s allegations of “improper purpose” are defective.  ZFC provides district court cases from

outside the Tenth Circuit to show that courts addressing the issue of Copyright Act preemption of

claims for tortious interference with prospective economic relations generally favor preemption. 

It is clear, however, that this is a state law claim, and neither Utah state courts nor the Tenth

Circuit has discussed this issue.  Since ZFC relies on its previous arguments regarding UTSA

preemption, the court also finds those unpersuasive to dismiss this claim at this point in the

litigation.  Furthermore, the court finds unpersuasive ZFC’s arguments that NGI’s tortious

interference pleadings are necessarily defective under Utah law.  The court therefore DENIES

ZFC’s motion to dismiss the 23rd and the 28th causes of action.   

6. The 30th and 31st Causes of Action - Unfair Competition

ZFC argues that NGI’s 30th and 31st causes of action for unfair competition are

preempted by both the Copyright Act and the UTSA.  ZFC further argues that NGI has failed to

state a claim for relief for unfair competition under Utah law.   Again, at this stage of the

litigation, the court cannot find that the Copyright Act or the UTSA necessarily preempts all of

NGI’s unfair competition claims.  Therefore, the court DENIES ZFC’s motion to dismiss the
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unfair competition claims.  

7. The 32nd and 33rd Causes of Action - Conspiracy

ZFC argues that NGI’s conspiracy claims have not been plead with particularity.  NGI

complains in both causes of action that “Defendants conspired together to defraud [plaintiffs] to

enrich themselves to the detriment of [plaintiffs] by engaging in all of the claimed illegal actions

described above.”   ZFC cites the Utah Court of Appeals’ ruling in Coroles v. Sabey,  to argue44 45

that a conspiracy to defraud, as the plaintiffs allege here, must be pleaded with particularity. 

Coroles relied on the ineffective pleading of the primary fraud claims to dismiss the secondary

fraud and conspiracy claims.   The Coroles court also noted that the civil conspiracy section of46

the plaintiff’s complaint did not rely on any of the primary fraud claims as the underlying tort,47

while in this case, NGI relies on the underlying torts it alleges as the basis for its conspiracy

complaint.  Coroles did not hold that civil conspiracy claims are subject to the particularity

requirements of Ut. R. Civ. P. 9(b), but only stated that Rule 9(b) might “possibly” not apply to

civil conspiracy claims using underlying nonfraud torts.  At this stage in the pleadings, NGI has

clearly alleged a great deal with particularity, and its complaint passes muster on the standards

applicable to a motion to dismiss.  Therefore, given that the conspiracy claims rely on the

underlying claims already addressed, the court declines to dismiss the conspiracy claims both to
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the extent that they are based on other preempted claims or to the extent that the conspiracy

claims have not been pleaded with particularity.  And a perusal of the complaint clearly

demonstrates that, at least at this stage of the pleadings, NGI has pleaded with great particularity

its underlying tort claims.   Therefore, the court DENIES ZFC’s motion to dismiss the conspiracy

claims.  

8. 35th Cause of Action - RICO

ZFC argues that NGI’s RICO claims should be dismissed for various technical and

substantive defects.  Specifically, ZFC argues that NGI’s 18 U.S.C. § 1962(a) claim is defective

for failure to allege an investment injury.  And it further argues that NGI’s 18 U.S.C. § 1962(b)

claim is defective for failure to allege an acquisition or control injury.  It appears that the Tenth

Circuit has not yet squarely held on either of these issues.  Indeed, NGI concedes that the Tenth

Circuit has not addressed what specifically would constitute an investment injury, and ZFC

concedes that the Tenth Circuit has not yet ruled whether a plaintiff must allege an acquisition

injury to assert a claim under § 1962(b).  NGI also concedes, however, that other circuits and

courts have rejected some of the types of RICO claims it has alleged in its complaint.  

Such a determination on whether to dismiss these RICO claims, however, appears more

appropriate at a summary judgment motion stage with a fuller factual record rather than at the

motion to dismiss stage.  Although ZFC’s argument may ultimately have merit when the facts are

developed, the court cannot conclude that it is impossible for NGI to develop facts properly

supporting its allegations.  The concept of “investment injury” is a broad one that should be

considered against a specific record.  The court thus DENIES ZFC’s motion to dismiss the 35th
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cause of action, RICO.  

The court’s result:  

Cause of Action Number Nature of Cause of Action Result

6th Cause of Action Lanham Act - Reverse

Passing Off

DENY

16th Cause of Action Fraud DENY

20th Cause of Action Unjust Enrichment DENY

21st Cause of Action Unjust Enrichment DENY

22nd Cause of Action Conversion DENY

23rd Cause of Action Tortious Interference with

Existing and Prospective

Economic Relations

DENY

28th Cause of Action Tortious Interference with

Existing and Prospective

Economic Relations

DENY

29th Cause of Action (in

part)

Conversion DENY

30th Cause of Action Unfair Competition DENY

31st Cause of Action Unfair Competition DENY

32nd Cause of Action Conspiracy DENY

33rd Cause of Action Conspiracy DENY

35th Cause of Action RICO DENY

The court GRANTS ZFC’s motion to dismiss the 3rd, 4th, 5th, 19th, 26th and 34th

causes of action without prejudice.  The court DENIES ZFC’s motion to dismiss the 6th, 16th,

20th, 21st, 22nd, 23rd, 28th, 29th, 30th, 31st, 32nd, 33rd, and 35th causes of action.  The court is

confident that the parties will be able to conduct quick and efficient discovery, and will provide



 ZFC’s Memo. in Opp. to Mot. for Prelim. Inj., Docket No.38, at ¶¶ 59-62 (June 17,48

2006).  

 NGI’s Memo. in Reply to Mot. for Prelim. Inj., Docket No. 58, at 19 (June 30, 2006).  49

 Taylor v. Resolution Trust Corp., 56 F.3d 1497, 1502 (D.C.Cir. 1995).50

Page 29 of  36

the court with further motions for summary judgment once the facts are more lucid to the parties. 

And the court is confident that, as discovery proceeds, NGI will also act to dismiss the claims

that it finds lack a proper legal basis, as it has already conceded to dismiss certain claims.  

C. Preliminary and Permanent Injunction

The court now turns to NGI’s motion for preliminary and permanent injunctive relief

[#13, #13].  Defendant ZFC argues that it has ceased using or disclosing any of the protected or

confidential information.  It states unequivocally that to the extent it or its employees used any of

the information or computer programs in question, they have stopped using these items and will

not use any in the future.   Such a statement and certification would generally render a pending48

injunction motion moot.  NGI complains, however, that ZFC is still using NGI’s programs,

material and information, and that the defendants still advertise their abilities “to show results

compared to the results from the best leaders” on their website.   Therefore, NGI argues that49

documentary evidence created by ZFC itself establishes that it is still currently using NGI’s

protected property and an injunction is appropriate.  

A motion for preliminary injunction may be rendered moot where the complained of

activity has ceased and is not likely to reoccur.  “A request for injunctive relief remains live only

so long as there is some present harm left to enjoin. Once the movant is no longer in harm’s way,

a motion for an injunction becomes moot.”   An issue of fact exists as to whether this injunction50



 O Centro Espirita Beneficiente Uniao Do Vegetal v. Ashcroft, 389 F.3d 973, 975 (10th51
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it could recover at the conclusion of a full trial on the merits.”).  
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is rendered moot by ZFC’s proffered actions and its representations that it has ceased using

NGI’s protected materials.  The representations made by both parties on this issue continues to be

a disputed issue, making it difficult for the court to make an actual ruling on this issue based

solely on the statements made by the parties.  Therefore, the court looks to the further merits of

NGI’s claims for injunctive relief. 

   The Tenth Circuit recently emphasized that three types of preliminary injunctions are

“specifically disfavored” and, as such, “must be more closely scrutinized to assure that the

exigencies of the case supporting the granting of a remedy that is extraordinary even in the

normal course.”   The injunctions requested here do not meet any of the types of “specifically51

disfavored” preliminary injunctions discussed by the Tenth Circuit,  so the court will apply its52

normal scrutiny to these motions.  

“As a preliminary injunction is an extraordinary remedy, the right to relief must be clear

and unequivocal.”   Additionally, “courts should be hesitant to grant the extraordinary interim53

relief of a preliminary injunction in any particular case . . . .”  54

A party seeking a preliminary injunction under Fed. R. Civ. P. Rule 65 must prove that: 

(1) [he or she] will suffer irreparable injury unless the injunction issues; (2) the threatened
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injury . . . outweighs whatever damages the proposed injunction may cause the opposing

party; (3) the injunction, if issued, would not be adverse to the public interest; and (4)

there is a substantial likelihood of success on the merits.55

After reviewing the voluminous evidence submitted in this case, the court holds that a

preliminary injunction is inappropriate here.  As discussed in greater detail below, NGI’s

evidence does not demonstrate that it would suffer irreparable injury if the injunction does not

issue, nor does the evidence show a substantial likelihood of success on the merits. 

1. Irreparable Injury

“Because a showing of probable irreparable harm is the single most important

prerequisite for the issuance of a preliminary injunction, the moving party must first demonstrate

that such injury is likely before the other requirements for the issuance of an injunction will be

considered.”   Irreparable injury “does not readily lend itself to definition, nor is it an easy56

burden to fulfill.”   The Tenth Circuit makes clear, however, “that the injury ‘must be both57

certain and great, and that it must not be merely serious or substantial.’”   The Tenth Circuit has58

clearly stated that irreparable harm exists only when “the injury cannot be adequately atoned for

in money . . . or when the district court cannot remedy [the injury] following a final



 Prairie Band of Potawatomi Indians, 253 F.3d at 1250.  59
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determination on the merits.”59

NGI first argues that a number of former NGI employees stipulated in their hiring

agreements that any breach by them would be an irreparable injury.  The fact that certain

defendants have stipulated to such injury is a factor, but not dispositive; the court must still

conduct its own inquiry into the matter.

In general, NGI asserts that it will suffer irreparable harm, alleging that ZFC has used and

continue to use NGI’s protected property.  NGI argues that ZFC’s use of its protected property

results in the presumption of irreparable harm, especially given the statements made in the

Executive Agreements by the defendants.  It further argues that ZFC’s breach has resulted in

harm to goodwill, which is a remedy difficult to calculate by money damages.  It also argues that

ZFC’s use of the protected property results in a reduced value of that property for NGI, and also

corresponds to a loss of competitive position in the marketplace for NGI.  And finally, it argues

that ZFC’s use of the protected property results in lost opportunities for NGI.

First, it is clear that most, if not all, of the alleged damages can be compensated through

monetary damages.  NGI alleges that ZFC has taken its property and used it in its own business. 

If the allegations are proven at trial, NGI’s damages would be somewhere in the vicinity of the

lost profits, or ZFC’s profits (if all of ZFC’s profits were related to the protected property,

something the court highly doubts).  And experts can readily provide reasonable estimates of the

damage to NGI’s business  in monetary terms over the appropriate time period.   

Further, NGI has not sufficiently demonstrated that it will suffer a substantial business
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disruption that will cause its reputation and goodwill to suffer.  In Dominion Video Satellite, Inc.

v. EchoStar Satellite Corporation,  the Tenth Circuit affirmed a district court’s finding that the60

movant for a preliminary injunction would be irreparably harmed because of proof offered by a

satellite service distributor.  Specifically, the distributor demonstrated that its business had

previously suffered from the satellite service provider’s refusal to activate their subscribers’

satellite services, that a number of subscribers presently awaiting activation had already cancelled

their subscription as a result, and that the satellite provider relied heavily on word-of-mouth

business.  Furthermore, in that case the satellite distributor could not personally activate the

subscriber’s satellite systems.  

In contrast, NGI has not demonstrated to this court that it has clearly lost business, nor

that it relied heavily on word-of-mouth to obtain its business.  Furthermore, it has not

demonstrated that it could not personally provide its services to other customers because of

ZFC’s actions.  To the contrary, it appears NGI continues to provide its services to its customers

without any hindrance by ZFC.  Unlike the satellite distributor in Dominion I, NGI has failed to

establish a threat to its reputation, goodwill, or the continuous flow of its business that could not

be atoned for by money.  Consequently, NGI has not demonstrated that it will suffer irreparable

harm if this court does not issue an injunction.  

Additionally, the court is wary of issuing an injunction given that time does not appear of

the essence to NGI.  NGI certainly complains that it is continuously being harmed and needs a

timely resolution, but its actions before filing this complaint (and after) do not demonstrate a
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clear desire for immediate action.  NGI’s complaint raises numerous assertions regarding dates as

early as 2001, and certainly discusses actions occurring in 2004 and 2005.  To come to the court

in mid-2006 seeking a preliminary and permanent injunction against ZFC for activities that

allegedly began at least in 2004, and possibly as early as 2001, does not demonstrate a need for

rapidity.  And when the court further requested an expedited time schedule to permit a trial to

remedy NGI’s alleged harms, it appears that NGI is the party that actually requested an extended

scheduling order.  Such actions by NGI do not demonstrate to the court NGI’s true concerns that

it needs expedited relief to remedy any alleged harms.  All of these factors do not fall in favor of

NGI’s motion for preliminary and permanent injunctive relief, and on these grounds alone the

court DENIES NGI’s motion for a preliminary and permanent injunction [#13, #13] 

2. Success on the Merits 

NGI must also show success on the merits to warrant a preliminary and permanent

injunction.  In this case, although NGI has demonstrated considerable aptitude in providing

mountains of documentation and evidence against ZFC, ZFC has also provided a number of

documents and statements that give the court pause.  Although the Executive Agreements signed

by the ZFC defendants do provide certain evidence of a breach, ZFC’s has also provided rebuttal

evidence that effectively counters NGI’s proffered evidence.  And NGI provides certain

statements or actions made by the ZFC defendants, but the ZFC defendants also provide effective

counter-evidence that does not conclusively allow the court to decide in favor of NGI or ZFC.  

Given all of these statements and documents provided, the court is unsure whether NGI

has shown sufficient success on the merits to prevail on an injunction against ZFC.  Of course,
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the court does not comment on the ultimate merits of this case at this early juncture.  But to

justify the extraordinary relief of a preliminary or permanent injunction, NGI must demonstrate a

stronger case than it has so far.  The documents and statements provided by ZFC put this case

into essentially a “he said- she said” realm, which is not the kind of stuff from which a

preliminary injunction can be manufactured.  Accordingly, the court finds that NGI has failed to

meet its high burden of demonstrating success on the merits of its claim to warrant its requested

injunctive relief.  

Because the court finds that NGI has not demonstrated irreparable harm, nor a substantial

likelihood of success on the merits, the court declines to consider the other factors needed for a

successful motion for injunctive relief.  Based on the discussion above, the court DENIES NGI’s

motion for a preliminary and permanent injunction without prejudice [#13, #13].  NGI may refile

its motion for a permanent injunction at the appropriate time.  
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CONCLUSION

The court GRANTS IN PART and DENIES IN PART ZFC’s motion to dismiss [#31]. 

Based on the parties’ stipulations, the court DISMISSES the 3rd, 4th, 5th, 19th, 26th and 34th

causes of action without prejudice.  The court DENIES ZFC’s motion to dismiss the 6th, 16th,

20th, 21st, 22nd, 23rd, 28th, 29th, 30th, 31st, 32nd, 33rd, and 35th causes of action.  The court

also DENIES NGI’s motion for preliminary [#13] and permanent injunction [#13] based on the

reasoning stated above.  Now that a scheduling order has been filed with the court on August 11,

2006, the court looks forward to a swift resolution of this case according to that scheduling order. 

SO ORDERED.  

DATED this 8th day of September, 2006.

BY THE COURT:

_______________________

Paul G. Cassell

United States District Judge
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